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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 1/6/09 
has been entered. 



Response to Arguments 

Applicant's arguments, see remarks and claim amendment, filed 12/3/08, with 
respect to the rejection(s) of claim(s) 16-18 under 35 U.S.C. 102(b) have been fully 
considered and are persuasive. Therefore, the rejection has been withdrawn. 
However, upon further consideration, a new ground(s) of rejection is made in view of 
WO 03/003485. 

The remainder of applicant's arguments filed 12/3/08 have been fully considered 
but they are not persuasive. Applicants state that there is no motivation to relocate the 
protection circuit board and it would not be obvious to simply relocate the protection 
circuit board as outlined in the grounds of rejection. This is not found persuasive 
because applicants have not provided any evidence of unexpected results by relocating 
the protection circuit board of the instant invention. The protection circuit board of the 
instant invention is electrically connected to the electrode tabs in a substantially similar 
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manner as disclosed in the prior art and therefore the protection circuit board will 
perform the same regardless of its orientation or location on the battery case. 

In response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). 

Therefore as clarified above the prior art rejections will be maintained. 

Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1, 2 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kozu. 

Kozu teaches the claimed invention except for locating the protection circuit 
board disposed between an outer wall of the case and the bent electrode tabs. It would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made to relocate the protection circuit board of Kozu to a location disposed between an 
outer wall of the case and the bent electrode tabs, since it has been held that 
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rearranging parts of an invention involves only routine skill in the art. In re Japikse, 86 
USPQ 70. 

Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kozu in 
view of Applicants' Admitted Prior Art (AAPA). 

Kozu as discussed above is incorporated herein. 

Kozu does not teach insulating tape between the electrode tabs and the sealing 
surface, wrapped around portions of the electrode tabs. 

As seen in figures 1 and 2 and described in paragraphs [0003]-[0015] of the 
instant specification, AAPA teaches a pouch type lithium secondary battery 10 
comprising a battery unit 11 comprising a positive electrode plate 13, a negative 
electrode plate 14, a separator 15 disposed between the positive and negative 
electrode plates, electrode tabs 16 and 17 extending from the respective positive and 
negative electrode plates, a case 12 having space 12a to accommodate the battery unit, 
a sealing surface 12b along the periphery of the space, a protection circuit board 100 
electrically connected to the electrode tabs, wherein portions of each of the electrode 
tabs extend outside the case and are bent in an upright position with respect to a plane 
of the sealing surface, wherein the electrode tabs are bent at a predetermined length 
from a leading edge of the sealing surface in a thickness direction of the case, and the 
electrode tabs further comprise insulating tape 18 between the electrode tabs and the 
sealing surface such that the insulating tape is wrapped around the portions of the 
electrode tabs bent from a leading edge of the sealing surface. 
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At the time of the invention it would have been obvious to one having ordinary 
skill in the art to provide insulating tape between the electrode tabs and the sealing 
surface that is wrapped around portions of the electrode tabs in Kozu as taught by 
AAPA in order increase the sealing efficiency of the pouch type lithium battery. 

Claims 16-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. Patent No. 6,451 ,474 hereinafter Kozu in view of WO 03/003485 (U.S. Patent No. 
6,861,821 is used as the English Equivalent) hereinafter Masumoto. 

As seen in figures 1 , 2A and 9A, Kozu teaches a pouch type lithium secondary 
battery 3 comprising positive and negative electrode plates 10 and a separator disposed 
between the positive and negative electrode plates (column 9, lines 8-12), electrode 
tabs 12 & 13 extending from the electrode plates, a case 1 1 having a space to 
accommodate the battery a sealing surface 11a & 1 1b along the periphery of the space 
and a protection circuit board 14 electrically connected to the electrode tabs, wherein 
portions of each of the electrode tabs extend outside the case and are bent only once in 
an upright position with respect to a plane of the sealing surface, the electrode tabs are 
also disposed parallel to an outer wall of the case in an upright position and are 
perpendicular to a contact surface at which the sealing surface is contacted (column 8, 
line 52 - column 10, line 26). Furthermore in figure 9A it is quite clear that the electrode 
tabs 12 (with respective tab 13) is bent at a substantial right angle and an end portion of 
the tabs contact (i.e. are connected to) leads 30 and 33 which are part of the protection 
circuit board in an area outside of the case. 
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Kozu does not teach that the tabs do not extend beyond a thickness of the case 
forming the pouch-type lithium secondary battery. 

As seen in figure 5A, Masumoto teaches a pouch type lithium secondary battery 
101 wherein the electrode lead tabs 108 and 109 are connected to a protection circuit 
board 102 wherein the electrode lead tabs are bent only once at a right angle and do 
not extend beyond a thickness of the case (column 1 0, line 1 5 - 1 1 , line 38). 

At the time of the invention it would have been obvious to one having ordinary 
skill in the art to provide tabs in Kozu that do not extend beyond a thickness of the case 
forming the pouch-type lithium secondary battery as taught by Masumoto to provide a 
high capacity pouch type lithium battery that has a smaller and thinner form factor. 
Kozu teaches the claimed invention except for tabs that do not extend beyond a 
thickness of the case forming the pouch-type lithium secondary battery. It would have 
been an obvious matter of design choice to provide tabs that do not extend beyond a 
thickness of the case forming the pouch-type lithium secondary battery, since such 
modification would have involved a mere change in the size of a component. A change 
in size is generally recognized as being within the level of ordinary skill in the art. In re 
Rose, 105 USPQ 237 (CCPA 1955). 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
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from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, All 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1, 2, 8 and 16-19 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1 and 3-6 of 
copending Application No. 11/265,131. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because the scope of the claims of the 
instant application fully encompass the scope of the claims of copending Application No. 
11/265,131. 

Claims 1, 2, 8 and 16-19 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-7 and 9-10 of 
copending Application No. 1 1/280,463. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because the scope of the claims from 
copending Application No. 1 1/280,463 fully encompass the scope of the instant claims. 

These are provisional obviousness-type double patenting rejections because the 



conflicting claims have not in fact been patented. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ROBERT HODGE whose telephone number is 
(571)272-2097. The examiner can normally be reached on 8:00am - 4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Ryan can be reached on (571) 272-1292. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Robert Hodge/ 
Examiner, Art Unit 1795 



